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DETAILED ACTION 

Claims 1-22 and 30-39 are pending. 

Election/Restrictions 
1 . Restriction is required under 35 U.S.C. 1 21 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 

Group I, claim(s) 1-4 and 16-19, drawn to cuprous oxide ultrafine particles. 

Group II, claim(s) 14-15 and 21-22, drawn to a dispersion of cuprous oxide 
particles. 

Group III, claim(s) 5-13, 20, 30-39, drawn to methods of producing cuprous oxide 
ultrafine particles. 

The inventions listed as Groups I, II, and III do not relate to a single general 
inventive concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the 
same or corresponding special technical features for the following reasons: 

The expression "special technical features" shall mean those technical features 
that define a contribution which each of the claimed inventions, considered as a whole, 
makes over the prior art (see PCT Rule 13.2). The prior art cited is evidence that the 
claimed inventions, considered as a whole, do not define a contribution over the prior 
art. 
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Norddeutsche Affinerie, EP 355885, and corresponding Mrusek et al, US 
5,409,686, is evidence that each of the claimed inventions, considered as a whole, 
define a contribution over the prior art (see PCT Rule 13.2) since at least the particles 
are not considered to define a contribution over the prior art. 

2. During a telephone conversation with Gerald M Murphy, Jr. on 29 July 2008 a 
provisional election was made with traverse to prosecute the invention of Group III, 
claims 5-13, 20 and 30-39. Affirmation of this election must be made by applicant in 
replying to this Office action. Claims 1-4, 14-19 and 21-22 have been withdrawn from 
further consideration by the examiner, 37 CFR 1 .142(b), as being drawn to a non- 
elected invention. 

Priority 

3. Receipt is acknowledged of papers received in this national stage application 
from the International Bureau (PCT Rule 17.2(a)), submitted under 35 U.S.C. 119(a)- 
(d), which papers have been placed of record in the file. 

Claim Objections 

4. Claim 1 0 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. Claim 10 defines the "the 
cuprous oxide ultrafine particles have an average secondary particle diameter of less 
than 200 nm in the dispersion of cuprous oxide ultrafine particles which is in the 
colloidal state" and claim 8, which claim 10 is indirectly dependent sets forth "a soft 
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agglomerate of cuprous oxide ultrafine particles having a secondary particle diameter of 
not less than 0.2 urn " (emphasis added). 

In claim 10, it is unclear how the secondary particles may have an average 
secondary particle diameter of less than 200 nm and also have secondary particle 
diameter of not less than 0.2 urn . To the extent applicants intend the size at different 
points in the process, applicants should explicitly specify at what point in the process 
they are intend. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 5-7 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The term "bad dispersion medium" or "good dispersion medium" in claims 5-7 are 
a relative term which renders the claim indefinite. The term "bad" or "good" are not 
defined by the claim, the specification does not provide a standard for ascertaining the 
requisite degree, and one of ordinary skill in the art would not be reasonably apprised of 
the scope of the invention. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 



Application/Control Number: 10/537,097 
Art Unit: 1796 



Page 5 



(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

10. Claims 5-13, 20 and 31-39 are rejected under 35 U.S.C. 102(e) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Maruyama, US PGPUB 
2005/0069648. See the examples. Some agglomeration would have been inherent to 
storage or the dispersions of the prior art. Said agglomeration would have been readily 



dispersible upon agitation. 
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To the extent the Maruyama reference differs in the method steps sufficiently 
disclosed as claimed and having the average primary and secondary particle size, said 
properties would have been expected since the materials are made in the same 
solvents in the same or substantially the same steps. 

11. Claims 5-13, 20 and 31-39 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Curtis et al., Angewandte Chemie, International Edition in English, 
27, (1988), pp. 1530-33. 

Curtis et al discloses making copper dispersions as claimed but lacks or differs in 
the explicit ratio of the hydrazine to copper acetate as claimed. It would have been 
obvious to one of ordinary skilled in the art at the time of applicants' invention to vary 
the ratio of the reactants since modifying the process conditions such as concentration 
is not a patentable modification absent a showing of criticality for a result-effective 
variable, i.e., a variable which achieves a recognized result. Clearly the reducing agent, 
hydrazine is a result effective variable. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel S. Metzmaier whose telephone number is (571) 
272-1089. The examiner can normally be reached on 9:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David W. Wu can be reached on (571 ) 272-1 114. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Daniel S. Metzmaier/ 

Primary Examiner, Art Unit 1796 

DSM 



